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DETAILED ACTION 

Election/Restrictions 

Applicant's election without traverse of SPECIES X (i.e., Fig. 6 with reinforcing 
component 19 of Fig. 3 and composite slab) in the reply filed on 30 June 2008 is 
acknowledged. 

Claim 9 is withdrawn from further consideration pursuant to 37 CFR 1 .142(b) as 
being drawn to a nonelected SPECIES, there being no allowable generic or linking 
claim. Election was made without traverse in the reply filed on 30 JUNE 2008. 

Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Information Disclosure Statement 

The information disclosure statement (IDS) submitted on 15 June 2006 is in 
compliance with the provisions of 37 CFR 1 .97. Accordingly, the information disclosure 
statement has been considered by the examiner. 



Drawings 

The drawings are objected to because: 
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(1) Fig. 1 , "A" should be changed to -II— in accordance wit h37 CFR 1 .84(h)(3); 

and 

(2) Figs. 1 , 2, and 5, the arrows at the end of the lead lines leading from 
reference numerals "5" and "7" should be deleted as failing to comply with 37 CFR 
1.84(r)(1-3). 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Specification 

Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 
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The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words In length since the space provided for the abstract 
on the computer tape used by the printer Is limited. The form and legal phraseology 
often used In patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat Information 
given In the title. It should avoid using phrases which can be implied, such as. 
"The disclosure concerns." "The disclosure defined bv this invention." "The 
disclosure describes." etc. (Emphasis added). 

The abstract of the disclosure is objected to because: 

(1 ) the first sentence of the Abstract uses a phrase that can be implied (i.e., "is 

disclosed) and should be rewritten. 

Correction is required. See MPEP § 608.01(b). 



The title of the Invention Is not descriptive. A new title is required that is clearly 
Indicative of the invention to which the claims are directed. 

Since many examiners use the title of the invention for searching purposes, the 
examiner suggests that Applicants amend the title of the invention to one that is clearly 
indicative of the patentable feature of the invention. However, should Applicants 
choose not to amend the title of the invention, the examiner will amend the title of the 
Invention at the time of allowance, if any (pursuant to the Manual of Patent Examining 
Procedure (MPEP) § 606.01 , wherein it states that "[i]f a satisfactory title is not supplied 
by the applicant, the examiner may, at the time of allowance, change the title by 
examiner's amendment."). 
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Claim Objections 

Claim 11 is objected to because of tine following informalities: 

(1) claim 10, line 3, the word "lines" should be changed to -line-; and 

(2) Claim 11, lines 1-2, the recitation of "the additional reinforcing elements is 
cranked handlebar-shaped" is grammatically incorrect. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-15 and 17 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claim 1, line 9, the recitation of "a said embedded shear connector or 
connectors" is vague, indefinite, and confusing as lacking antecedent basis because it is 
not clear if this is referring back (i.e., "said") to the "at least one shear connector" 
introduced in line 6 or is introducing an additional shear connector (i.e., "a") and the 
examiner suggests amending to -said at least one shear connector" for clear 
antecedent basis. 

Claim 1, lines 8-9, the recitation of "a reinforcing component embedded in at 
least one concrete rib that includes a said embedded shear connector or connectors" is 
vague, indefinite, and confusing as not being clear. First, is it the reinforcing component 
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that includes the embedded shear connector or is it the at least one concrete rib that 
includes the embedded shear connector. Second, if the reinforcing component includes 
the embedded shear connector, then Fig. 3 is incorrect because it shows reference 
numeral "19" which represents the "reinforcing component" as only being made of line 
wires "41" and cross wires "45", not shear connectors. 

Claim 2, line 3, the recitation of "ie in the longitudinal direction of the beam" is 
vague, indefinite, and confusing as not being clear. Applicant must claim his invention 
using definite terms and cannot say "i.e." or "in other words" in the claim. 

Claim 4, lines 2-3, the recitation of "in a situation in which the composite beam 
includes a composite slab rather than a solid slab" is vague, indefinite, and confusing 
because it is not clear whether Applicant is reciting that the composite beam includes a 
composite slab or not. 

Claim 4, line 4, the recitation of "a plurality of metal pans being separated by 
metal ribs" is vague, indefinite, and confusing because a plurality of metal pans is two 
metal pans and two metal pans are separated by only one metal rib, not plural metal 
ribs. 

Claim 5, line 2, the recitation of "adjacent metal ribs" is vague, indefinite, and 
confusing as lacking antecedent basis because it is not clear if this is referring back to 
the metal ribs introduced in claim 4. 

Claim 6, lines 2-3, the recitation of "the height of the adjacent metal ribs" is 
vague, indefinite, and confusing as not being clear because the ribs themselves are flat 
and have no height. 
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Claim 8, line 3, the recitation of "line wires and cross wires" is vague, indefinite, 
and confusing as lacking antecedent basis because it is not clear if this is referring back 
to the line wires and cross wires introduced in claim 1 . 

Claim 12, lines 3-4, the recitation of "the solid slab on the composite slab" is 
vague, indefinite, and confusing as not being clear because the solid slab as been 
Introduced as being In the alternative to the composite slab so it is not understood how 
the solid slab could be one the composite slab. 

Claim 13, line 2, the recitation of "a plurality of shear connectors" is vague. 
Indefinite, and confusing as lacking antecedent basis because It Is not known If the 
plurality of shear connectors are in addition to the at least one shear connector 
introduced in claim 1 or if the at least one shear connector of claim 1 is one of the 
plurality of shear connectors. 

Claim 14, line 2, the recitation of "a plurality of shear connectors" Is vague. 
Indefinite, and confusing as lacking antecedent basis because it is not known if the 
plurality of shear connectors are in addition to the at least one shear connector 
introduced in claim 1 or if the at least one shear connector of claim 1 is one of the 
plurality of shear connectors. 

Claim 15, line 2, the recitation of "a plurality of shear connectors" Is vague. 
Indefinite, and confusing as lacking antecedent basis because it is not known If the 
plurality of shear connectors are in addition to the at least one shear connector 
introduced in claim 1 or if the at least one shear connector of claim 1 is one of the 
plurality of shear connectors. 



Application/Control Number: 10/529,954 Page 8 

Art Unit: 3635 

Claim 17, line 9, tlie recitation of "a said embedded shear connector or 
connectors" is vague, indefinite, and confusing as lacking antecedent basis because it is 
not clear if this is referring back (i.e., "said") to the "at least one shear connector" 
introduced in line 6 or is introducing an additional shear connector (i.e., "a") and the 
examiner suggests amending to -said at least one shear connector" for clear 
antecedent basis. 

Claim 17, lines 8-9, the recitation of "a reinforcing component embedded in at 
least one concrete rib that includes a said embedded shear connector or connectors" is 
vague, indefinite, and confusing as not being clear. First, is it the reinforcing component 
that includes the embedded shear connector or is it the at least one concrete rib that 
includes the embedded shear connector. Second, if the reinforcing component includes 
the embedded shear connector, then Fig. 3 is incorrect because it shows reference 
numeral "19" which represents the "reinforcing component" as only being made of line 
wires "41" and cross wires "45", not shear connectors. 

Claim 17, line 12, the recitation of "ie in the longitudinal direction of the beam" is 
vague, indefinite, and confusing as not being clear. Applicant must claim his invention 
using definite terms and cannot say "i.e." or "in other words" in the claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-8, 10, 13, and 17 are rejected under 35 U.S.C. 102(b) as being 
anticipated by PATRICK (Australian Patent Application Publication No. AU 
200169998 A1). 

As to claim 1, PATRICK discloses a composite beam which includes: 

a beam (5); 

a solid slab or a composite slab (29 above 11,11 is a composite slab because of 
reinforcing bars therein) positioned on and supported by the beam (5), the solid slab 
and the composite slab (29) including a slab section (portion of concrete 29 above line 
incorporating 11, 11) and a plurality of concrete ribs (portion of concrete 29 below line 
incorporating 11,11) extending from the slab section (portion of concrete 29 above line 
incorporating 11,11); 

at least one shear connector (15) positioned in at least one of the concrete ribs 
(portion of concrete 29 below line incorporating 11, 11) and connecting the solid slab or 
the composite slab (29) to the beam (5); and 

a reinforcing component (any of Fig. 3, Fig. 5, and Fig. 7) embedded in at least 
one concrete rib (portion of concrete 29 below line through adjacent ribs 11,11 and 
within metal pan 13) that includes a said embedded shear connector or connectors (15), 
the reinforcing component (any of Fig. 3, Fig. 5, and Fig. 7) being in the form of a mesh 
that includes line wires (41 or 61 ) and cross wires (47 or 63) that are connected 
together at the intersections of the wires. 
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As to claim 2, PATRICK discloses the composite beam of claim 1 as discussed 
above, and PATRICK also discloses that the mesh (41/47 or 61/63) is positioned so that 
the line wires (41 or 61) extend in the longitudinal direction of the concrete rib (portion of 
concrete 29 below line through adjacent ribs 11,11 and within metal pan 13), i.e., in the 
longitudinal direction of the beam (5). 

As to claim 3, PATRICK discloses the composite beam of claim 1 as discussed 
above, and PATRICK also disclose that the mesh (41/47 or 61/63) is positioned in the 
concrete rib (portion of concrete 29 below line through adjacent ribs 11,11 and within 
metal pan 13) between 25% and 75% (portions of the mesh 41/47 or 61/63 are within 
this range so as to meet the claim language) of the height of the concrete rib (portion of 
concrete 29 below line incorporating 11, 11). 

As to claim 4, PATRICK discloses the composite beam of claim 1 as discussed 
above, and PATRICK also discloses that in a situation in which the composite beam 
includes a composite slab (29 above 11,11 is a composite slab because of reinforcing 
bars therein) rather than a solid slab, the composite slab (29 above 11,11 is a 
composite slab because of reinforcing bars therein) includes profiled metal sheeting (7) 
having a plurality of metal pans (1 3, 1 3) separated by metal ribs (11, 11) and concrete 
cast (29) on the profiled sheeting (7), whereby the metal pans (13, 13) and the metal 
ribs (11 ,11) define an outer surface of the concrete rib (portion of concrete 29 below 
line through adjacent ribs 11,11 and within metal pan 13). 

As to claim 5, PATRICK discloses the composite beam of claim 4 as discussed 
above, and PATRICK also discloses that the mesh (41/47 or 61/63) is positioned in the 
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concrete rib (portion of concrete 29 below line through adjacent ribs 11,11 and within 
metal pan 1 3) below the level of tops of adjacent metal ribs (1 1 , 1 1 ) of the profiled 
sheeting (7). 

As to claim 6, PATRICK discloses the composite beam of claim 5 as discussed 
above, and PATRICK also discloses that the mesh (41/47 or 61/63) is positioned in the 
concrete rib (portion of concrete 29 below line through adjacent ribs 11,11 and within 
metal pan 13) between 25% and 75% (portions of the mesh 41/47 or 61/63 are within 
this range so as to meet the claim language) of the height of the adjacent metal ribs (1 1 , 
11). 

As to claim 7, PATRICK discloses the composite beam of claim 1 as discussed 
above, and PATRICK also discloses that the mesh (41/47 or 61/63) extends across the 
width of the concrete rib (portion of concrete 29 below line through adjacent ribs 11,11 
and within metal pan 13) at the position of the mesh (41/47 or 61/63) in the concrete rib 
(portion of concrete 29 below line through adjacent ribs 11,11 and within metal pan 1 3). 

As to claim 8, PATRICK discloses the composite beam of claim 1 as discussed 
above, and PATRICK also discloses that the reinforcing component (any of Fig. 3, Fig. 
5, and Fig. 7) is a flat sheet of welded wire mesh (bottom 61/63 in Fig. 7) that includes a 
rectangular array of parallel line wires (61,61) and cross wires (63, 63) welded together 
at the intersections of the wires (61 , 61 , 63, 63). 

As to claim 10, PATRICK discloses the composite beam of claim 1 as discussed 
above, and PATRICK also discloses that the reinforcing component (any of Fig. 3, Fig. 
5, and Fig. 7) further includes a plurality of additional reinforcing elements (upper 61 , 61 
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and upper 63, 63 and unnumbered horizontal rebars connecting upper 61, 61 and lower 
61,61) that extend transverse to (upper 63, 63 and unnumbered horizontal rebars 
connecting upper 61 , 61 and lower 61 , 61 are transverse to line wires 61,61) the lines 
wires (lower 61 , 61 ) of the mesh (lower 61/63) and have one or more than one section 
out of the plane of the mesh (lower 61 , 63). 

As to claim 13, PATRICK discloses the composite beam of claim 1 as discussed 
above, and PATRICK also discloses that there are a plurality of shear connectors (15, 
15) in the form of headed studs. 

As to claim 17, PATRICK discloses a composite beam which includes: 

a beam (5); 

a solid slab or a composite slab (29 above 11,11 is a composite slab because of 
reinforcing bars embedded therein) positioned on and supported by the beam (5), the 
solid slab and the composite slab (29) including a slab section (portion of concrete 29 
above line through 11,11) and a plurality of concrete ribs (portion of concrete 29 below 
line through 11, 11) extending from the slab section (portion of concrete 29 above line 
through 11,11); 

at least one shear connector (15) positioned in at least one of the concrete ribs 
(portion of concrete 29 below line through 11,11) and connecting the solid slab or the 
composite slab (29) to the beam (5); and 

a reinforcing component (any of Fig. 3, Fig. 5, and Fig. 7) embedded in at least 
one concrete rib (portion of concrete 29 below line through adjacent ribs 11,11 and 
within metal pan 13) that includes a said embedded shear connector or connectors (15), 
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the reinforcing component (any of Fig. 3, Fig. 5, and Fig. 7) being in the form of a mesh 
that includes line wires (41 or 61 ) and cross wires (47 or 63) that are connected 
together at the intersections of the wires, the mesh (41/47 or 61/63) being positioned so 
that the line wires extend in the longitudinal direction of the concrete rib (portion of 
concrete 29 below line through 11, 11), i.e., in the longitudinal direction of the beam (5), 
and the mesh (41/47 or 61/63) being positioned in the concrete rib (portion of concrete 
29 below line through 11, 11) between 25% and 75% (portions of the mesh 41/47 or 
61/63 are within this range so as to meet the claim language) of the height of the 
concrete rib (portion of concrete 29 below line through 11, 11).. 

Claims 11 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over PATRICK (Australian Patent Application Publication No. AU 200169998 A1) 
in view of BONACCI ET AL. (U.S. Patent Application Publication No. 
2004/0182027) or RAPP (U.S. Patent No. 4,811,770). 

As to claim 11, PATRICK discloses the composite beam of claim 10 as 
discussed above. 

PATRICK fails to explicitly disclose that the additional reinforcing elements is [sic 
- are] cranked handlebar-shaped. 

Either BONACCI ET AL. or RAPP discloses that it is well known in the art to use 
crank handlebar-shaped reinforcing elements (23/24 in BONACCI ET AL. or tie rods 8 
in RAPP). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the composite beam of PATRICK by including additional 
reinforcing in the form of crank handlebar-shaped rebars as taught by either BONACCI 
ET AL. or RAPP in order to be able to tie reinforcing bars in the mesh to reinforcing bars 
in the composite slab. 

As to claim 12, PATRICK in view of either BONNACCI ET AL. or RAPP 
discloses the composite beam of claim 10 as discussed above, and the resulting 
composite beam from the combination of PATRICK in view of either BONNACCI ET AL. 
or RAPP also discloses that the section or sections of each additional reinforcing 
element (23/24 of BONNACI ET AL. or tie rods 8 in RAPP) that is out of the plane of the 
mesh (lower 61/63 of PATRICK ) extends from the concrete rib (portion of concrete 29 
below line through adjacent ribs 11,11 and within metal pan 13 in PATRICK ) into the 
slab section of the solid slab on [sic - or] the composite slab (29 above 11,11 in 
PATRICK ). 

Claims 13 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over PATRICK (Australian Patent Application Publication No. AU 200169998 A1). 

As to claim 14, PATRICK discloses the composite beam of claim 1 as discussed 
above, and PATRICK also discloses that there is a plurality of shear connectors (1 5, 
15). 
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PATRICK fails to explicitly disclose a minimum spacing between the shear 
connectors along the length of the beam of at least 5 times the diameter of the shear 
connectors. 

However, it is well settled that changes in size/proportion do not constitute a 
patentable difference. See In Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 
777 (Fed. Cir. 1984), cert, denied, 469 U.S. 830, 225 USPQ 232 (1984), wherein the 
Federal Circuit held that, where the only difference between the prior art and the claims 
was a recitation of relative dimensions of the claimed device and a device having the 
claimed relative dimensions would not perform differently than the prior art device, the 
claimed device was not patentably distinct from the prior art device. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the composite beam of PATRICK by making a minimum 
spacing between the shear connectors along the length of the beam be at least 5 times 
the diameter of the shear connectors in order to provide sufficient shear connectors to 
prevent shear failure between the concrete ribs and the composite slab and because 
changes in size/proportion do not constitute a patentable difference. 

As to claim 15, PATRICK discloses the composite beam of claim 1 as discussed 
above, and PATRICK also discloses that there is a plurality of shear connectors (15, 
15). 

PATRICK fails to explicitly disclose that the spacing between the shear 
connectors along the length of the beam is no more than 7.5 times the height of the 
shear connectors above the top of the concrete ribs. 



Application/Control Number: 10/529,954 Page 16 

Art Unit: 3635 

However, it is well settled that changes in size/proportion do not constitute a 
patentable difference. See In Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 
777 (Fed. Cir. 1984), cert, denied, 469 U.S. 830, 225 USPQ 232 (1984), wherein the 
Federal Circuit held that, where the only difference between the prior art and the claims 
was a recitation of relative dimensions of the claimed device and a device having the 
claimed relative dimensions would not perform differently than the prior art device, the 
claimed device was not patentably distinct from the prior art device. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the composite beam of PATRICK by making the spacing 
between the shear connectors along the length of the beam be no more than 7.5 times 
the height of the shear connectors above the top of the concrete ribs in order to provide 
a sufficient length of the shear connectors above the concrete ribs to prevent shear 
failure between the concrete ribs and the composite slab and because changes in 
size/proportion do not constitute a patentable difference. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gay Ann Spahn whose telephone number is (571)272- 
7731 . The examiner can normally be reached on Monday through Friday, 10:30 am to 
7:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard E. Chilcot can be reached on (571)-272-6777. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Gay Ann Spahn/ 

Gay Ann Spahn, Primary Examiner 
August 14, 2008 



